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Examiner 

Tamra L. Dicus 



Applicant(s) 

KATO, HIDEO 



Art Unit 

1775 



" The MAILING DATE of this communication app ars on the cov r sheet with th correspondenc address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 13 November 2001 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 7-75 is/are pending in the application. 

4a) Of the above claim(s) 7-5 and 10-15 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 6^9 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 24 July 2001 is/are: a)l3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 11 9 and 1 20 

13) [3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)[3AII b)n Some*c)n None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) ^ Interview Summary (PTO-41 3) Paper No(s). 5 . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) 13 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other: 
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Control No. 




Pat nt Under Reexamination 



Ex Parte Reexamination Intervi w Summary 



09/910,928 



KATO, HIDEO 



Examin r 



Art Unit 



Tamra L Dicus 



1775 



All participants (USPTO personnel, patent owner, patent owner's representative): 



(1) Tamra L Dicus 



(3) 



(2) 



(4) 



Date of Interview: 13 May 2002 

Type: a)^ Telephonic b)n Video Conference 

cjn Personal (copy given to: 1)0 patent owner 2)0 patent owner's representative) 

Exhibit shown or demonstration conducted: d)n Yes e)M No. 
If Yes, brief description: 

Agreennent with respect to the claims f)El was reached. g)n was not reached. h)n N/A. 

Any other agreement(s) are set forth below under "Description of the general nature of what was agreed to..." 

Claim(s) discussed: 1-15 , 

Identification of prior art discussed: . 

Description of the general nature of what was agreed to if an agreement was reached, or any other comments: 
Called to make a verbal election of Group II, claims 6-9 with traverse. . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
patentable is available, a summary thereof must be attached.) 



A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S 

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE 

LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS 

INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW 

(37 CFR 1 .560(b)). THE REQUIREMENT FOR PATENT OWNER'S STATEMENT CAN NOT BE WAIVED. EXTENSIONS 

OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 



cc: Requester (if third party requester) Examiner's signature, if required 
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DETAILED ACTION 



Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S. C. 121: 
L Claims 1-5, drawn to a film, classified in class 428, subclass 446. 

II. Claims 6-9, drawn to an optical element, classified in class 359, subclass 359. 

III. Claims 10-15, drawn to a method for making an optical apparatus and an optical 
apparatus classified in class 430, subclass 321"^. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Groups I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
intermediate product is deemed to be useful as a protective coating on painted surfaces and the 
inventions are deemed patentably distinct since there is nothing on this record to show them to be 
obvious variants. Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
species to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions anticipated by the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

3. Inventions of Group I and III are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed does not 
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require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because: 

a. Group I is not required to be on the surface of an optical element. 

b. Group II has separate utility such as a protective film on painted surfaces. 

4. Inventions of Groups II and III are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this relationship if 
the intermediate product is useful to make other than the final product (MPEP § 806.04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
intermediate product is deemed to be useful as the optical element can be used alone as a lens 
and the inventions are deemed patentably distinct since there is nothing on this record to show 
them to be obvious variants. Should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions anticipated by the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

6. During a telephone conversation with Jason Okun on May 13, 2002 a provisional election 
was made with traverse to prosecute the invention of Group II, claims 6-9. Affirmation of this 
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election must be made by applicant in replying to this Office action. Claims 1-5 and 10-15 are 
withdrawn from further consideration by the examiner, 37 CFR LI 42(b), as being drawn to a 
non-elected invention. 

Claim Rejections 

7. Claims 6-9 are rejected for being dependent on non-elected claims and should be 
rewritten. 

8. The following references were found to be of interest: 

a. USPN 5,958,809 to Fujiwara et al 

Fujiwara discloses silica containing not less than 0. 1 weight % of fluorine 
glass that may be used in any optical device that has higher resistance and 
transmittance against ultraviolet light. See col. 9, lines 33-34 and col. 14, lines 
56-66. 

b. EP 1 ,03 1 ,877 to Shiraishi et al. 

Shiraishi discloses a photomask of silica containing fluorine on a fluorite 
or MgF2 substrate. See patented claim 17. 

c. USPN 5,847,846 to Ferrante et al. 

Ferrante discloses the use of a MgF2 layer as being the most common 
layer for use in antireflection coatings with silica for use in optical devices 
because of it's low cost, durable, and good low index properties. See col. 1. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is (703) 305-3809. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (703) 308-3822. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 746-8329 for regular 
communications and (703) 872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Tamra L. Dicus 
Examiner 
Art Unit 1775 



May 20, 2002 



SUPERVISORY PATENT EXAMIFER 



